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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



Atty. Ref.No. 030831 



Group Art Unit: 1652 



Examiner: Steadman, David J. 



Method for Producing L-Amino Acids 
Using a Corynebacterium glutamicum 
with a Disrupted pgi Gene (as amended) 



In re application of: 



O'DONOHUE et al 



Serial No.: 09/621,448 



Filed: July 21, 2000 



BRIEF ON APPEAL 



Applicants/ Appellants hereby submit this brief to preserve rights related to their appeal of 
the decision of the Patent Office allowing claim 1, rejecting claims 8, 18, 20, and 21, and 
objecting to claim 7 in a Final Office Action dated May 1, 2003. As detailed below, it is 
Applicants'/Appellants' understanding that claims 24 and 25, not addressed in the Final Office 
Action but submitted via an Amendment and Reply under 37 C.F.R. § 1.116, have been allowed 
by the Examiner. 



The real party in interest is Archer-Daniels-Midland Company, a corporation of Delaware 
and with principal place of business in Illinois, the assignee of the entire right, title, and interest 
in and to the above-captioned Application by an assignment recorded in the United States Patent 
and Trademark Office (USPTO) on December 18, 2000 at Reel 01 1364, Frame 0141. 

01/05/2004 JAODOl 00000010 09621448 

01 FC:1402 330.00 OP 
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Related Appeals and Interferences 

There are no related appeals or interferences known to Applicants/ Appellants or the 
Applicants'/Appellants' legal representatives. 

Status of Claims 

As discussed in "Status of Amendments Filed Subsequent to Final Rejection," below, it is 
Applicants'/Appellants' understanding that the Amendment and Reply Under 37 C.F.R. § 1.116 
filed on September 2, 2003, has been entered by the Examiner. It is ApplicantsVAppellants* 
further understanding that following entry of the Amendment and Reply Under 37 C.F.R. § 1.116 
and a subsequent Examiner's Amendment following a December 5, 2003, Interview with the 
Examiner, claims 1 through 23 of this Application have been cancelled without prejudice to or 
disclaimer of the subject matter therein, and claims 24 and 25 have been the subject of a Notice 
of Allowance/Notice of Allowability albeit Applicants'/ Appellants' have not yet physically 
received the Examiner's Notice of Allowance/Notice of Allowability. 

Status of Amendments Filed Subsequent to Final Rejection 

An Amendment and Reply Under 37 C.F.R. § 1.116 ("the Amendment") was filed on 
September 2, 2003, with any and all necessary fees and requests for extension of time. The 
Amendment sought cancellation of claims 7, 18, 20, and 21. The Amendment sought 
amendment of claim 8 and set forth claim 1 (as previously presented and as allowed by the 
Examiner) during prosecution. The Amendment sought addition of new claims 24 and 25. 

The Examiner extended the Applicants/ Appellants the much-appreciated courtesy of an 
interview on December 4, 2003, during which the Examiner indicated that claims 24 and 25 
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would be in condition for allowance following an Examiner*s Amendment and cancellation of 
claims 1 and 8. On December 5, 2003, Applicants/ Appellants indicated to the Examiner that 
those actions were acceptable. It is therefore ApplicantsVAppellants' belief that the Amendment 
has been entered, claims 1 and 8 have been cancelled, and claims 24 and 25 are in a condition for 
allowance with a Notice of Allowance/Notice of Allowability pending receipt by the 
Applicants/ Appellants, 

Summary of the Invention 

The claims on appeal, namely claims 1, 7, 8, 18, 20 and 21, relate, in general, to a method 
of producing L-amino acids and to a gene encoding phosphoglucoisomerase. 

Issues 

Based on an hiterview with the Examiner, and ApplicantsVAppellants' conversation with 
the Examiner on December 29, 2003 conceming the status of the Notice of Allowance/Notice of 
Allowability and wherein the Examiner has confirmed to Applicants'/ Appellants* legal 
representatives that the Notice of Allowance/Notice of Allowability have as of December 29, 
2003 been entered, Applicants/ Appellants believe that claims 24 and 25 are in a condition for 
allowance (with ApplicantsV Appellants' anticipated physical receipt of the Examiner*s already- 
entered Notice of Allowance/Notice of Allowability pending), and that claims 1 through 23 
(inclusive) of the above-captioned Application have been cancelled by Examiner's Amendment. 
Therefore, there appear to be no pending issues of contention in the Application, and the instant 
brief is filed out of an abundance of caution and in the interest of preserving all rights due 
Applicants/ Appellants with respect to the filing date of the Application. No waiver, prejudice, or 
disclaimer is intended by this brief. 



3 



Atty.Ref. No. 030831 

Grouping of Claims 

Group I comprises claims 1,7, 8, 18, 20 and 21. 

ARGUMENT 

Applicants/ Appellants note the Manual of Patent Examining Procedure Section 1206 
provides that a brief must be filed to preserve Applicants'/Appellants' right to appealed claims, 
notwithstanding circumstances, such as the filing of an amendment, even if it is one which the 
Examiner has indicated may place one or more claims in conditions for allowance, unless the 
Examiner, in acting on the amendment disposes of all issues on appeal. Because 
Applicants/ Appellants believe that the Examiner's Notice of Allowance/Notice of Allowability 
(entered by the Examiner but not yet physically received by the Applicants/Appellants) shall 
dispose of all issues on appeal, AppHcants/ Appellants believe that for the above noted reasons 
that no argument is necessary. In the unlikely event that the Examiner's Notice of 
Allowance/Notice of Allowability does not dispose of all issues on appeal, Applicants/ Appellants 
incorporate by reference Applicants'/ Appellants' arguments set forth in the Amendment as to 
claims 1 and 8 in this Appeal Brief, and respectfully request reversal of the rejections and 
allowance of claims 1 and 8. 

CONCLUSION 

Applicants/ Appellants respectfully await receipt of the Examiner's Notice of 
Allowance/Notice of Allowability, wherein it is anticipated that claims 24 and 25 added by the 
Amendment are in condition for allowance, and wherein claims 1 and 8 have been cancelled by 
Examiner's amendment, all of which are pursuant to the December 4, 2003, and December 5, 
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2003, Interview with the Examiner, and wherein claims 7,18, 20 and 21 were cancelled under the 
Amendment. 



ASSOCIATE POWER OF ATTORNEY 

A copy of an associate power of attorney is enclosed that appoints 
Craig G. Cochenour, Esq., Registration No. 33,666, of Buchanan Ingersoll PC 
as Associate Attorney in this Application. 

Respectfully submitted, 
Buchanan Ligersoll PC 




:raig G. Cochenour 
Registration No. 33,666 
One Oxford Centre 
301 Grant Street, 20th Floor 
Pittsburgh, PA 15219-1410 
Telephone: (412)562-3978 
Facsimile: (412)562-1041 
Attorneys for Applicants/ Appellants 



Date: December 30, 2003 
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APPENDIX 

The claims listed in this Appendix reflect claim 1 (allowed in the Final Action) and 
claims 7, 8, 18, 20 and 21(objected or rejected in the Final Action) and claims 24 and 25 added 
subsequent to the Final Action, all of which are as presented in the Applicant's/ Appellants' 
"Amendment and Reply Under 37 C.F.R. § 1.116" in response to the Examiner's Final Action. 
Note further that because Applicants/ Appellants are not yet in receipt of the entered Notice of 
Allowance/Notice of Allowability wherein it is anticipated that claims 1 and 8 have been 
cancelled by Examiner's amendment, and wherein claims 24 and 25 are in condition for 
allowance, claims 24 and 25 as set forth below may not be in the exact form as may be set forth 
in the Examiner's Amendment. In light of the above comments, the following claims are set 
forth as follows: 

1 . A method of producing an amino acid selected from the group consisting of L-lysine, L- 
threonine and L-isoleucine comprising: 

culturing an altered Corynebacterium glutamicum cell, wherein said Corynebacterium 
glutamicum cell has a disrupted phosphoglucose isomerase {pgi) gene, wherein yields of an 
amino acid selected from the group consisting of L-lysine, L-threonine and L-isoleucine from 
said altered Corynebacterium glutamicum cell having a disrupted pgi gene are from about 1% to 
about 25% greater than yields from a Corynebacterium glutamicum cell having a non-disrupted 
pgi gene. 

7. (Cancelled) 
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8. The method of claim 1, wherein said altered Corynebacterium glutamicum cell having a 
disrupted pgi gene is produced by 

(a) subcloning an internal region of the pgi gene into a suicide vector; and 

(b) inserting said resulting vector from step (a) into a Corynebacterium glutamicum 
genome via homologous recombination. 

18. (Cancelled) 

20. (Cancelled) 

21. (Cancelled) 

24. A method of producing L-amino acids selected from the group consisting of L-lysine, L- 
threonine and L-isoleucine, comprising: 

culturing an altered Corynebacterium glutamicum cell having a decreased amount of 
phosphoglucose isomerase enzymatic activity as compared to an unaltered Corynebacterium 
glutamicum cell wherein said L-amino acid yields from said altered Corynebacterium 
glutamicum cell are from about 1% to about 25% greater than yields from an unaltered 
Corynebacterium glutamicum cell, wherein said Corynebacterium glutamicum cell has a 
disrupted pgi gene. 
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25. The method of claim 24, wherein said aUered Corynebacterium glutamicum cell having a 
disrupted pgi gene is produced by 

(a) subcloning an internal region of a pgi gene into a suicide vector; and 

(b) inserting said resulting vector from step (a) into a Corynebacterium 
glutamicum genome via homologous recombination. 



8 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 



Confirmation No.: 4431 



O'DONOHUE et al 



Art Unit: 1652 



Appl. No.: 09/621,448 

Filed: July 21, 2000 

For: Methods for Producing L-Amino 



Examiner: Steadman, David J. 
Atty. Docket: 1533.1 01 0002/MAC 



Acids Using a Corynbacterium 
Glutamicum with a Disrupted PGI 
Gene 



Associate Power of Attorney 
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Registration No. 33,851 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



Group Art Unit: 1652 
Examiner: Steadman, David J. 
In re application of: 



O'DONOHUE et al 



Serial No.: 09/621,448 
Filed: July 21, 2000 



Method for Producing L-Amino Acids 
Using a Cofynebacterium glutamicum 
with a Disrupted pgi Gene (as amended) 



BRIEF ON APPEAL 

Applicants/ Appellants hereby submit this brief to preserve rights related to their appeal of 
the decision of the Patent Office allowing claim 1, rejecting claims 8, 18, 20, and 21, and 
objecting to claim 7 in a Final Office Action dated May 1, 2003. As detailed below, it is 
Applicants'/ Appellants' understanding that claims 24 and 25, not addressed in the Final Office 
Action but submitted via an Amendment and Reply under 37 C.F.R. § 1.116, have been allowed 
by the Examiner. 



Real Party in Interest 

The real party in interest is Archer-Daniels-Midland Company, a corporation of Delaware 
and with principal place of business in Illinois, the assignee of the entire right, title, and interest 
in and to the above-captioned Application by an assignment recorded in the United States Patent 



and Trademark Office (USPTO) on December 1 8, 2000 at Reel 01 1 364, Frame 0141 . 
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Related Appeals and Interferences 

There are no related appeals or interferences known to Applicants/ Appellants or the 
ApplicantsVAppellants* legal representatives. 

Status of Claims 

As discussed in "Status of Amendments Filed Subsequent to Final Rejection," below, it is 
ApphcantsVAppellants* understanding that the Amendment and Reply Under 37 C.F.R. § 1.116 
filed on September 2, 2003, has been entered by the Examiner. It is Applicants'/Appellants' 
further understanding that following entry of the Amendment and Reply Under 37 C.F.R. § 1.116 
and a subsequent Examiner's Amendment following a December 5, 2003, Interview with the 
Examiner, claims 1 through 23 of this Application have been cancelled without prejudice to or 
disclaimer of the subject matter therein, and claims 24 and 25 have been the subject of a Notice 
of Allowance/Notice of Allowability albeit Applicants'/Appellants' have not yet physically 
received the Examiner's Notice of Allowance/Notice of Allowabihty. 

Status of Amendments Filed Subsequent to Final Rejection 

An Amendment and Reply Under 37 C.F.R. § 1.116 ("the Amendment") was filed on 
September 2, 2003, with any and all necessary fees and requests for extension of time. The 
Amendment sought cancellation of claims 7, 18, 20, and 21. The Amendment sought 

V 

amendment of claim 8 and set forth claim 1 (as previously presented and as allowed by the 
Examiner) during prosecution. The Amendment sought addition of new claims 24 and 25. 

The Examiner extended the Applicants/ Appellants the much-appreciated courtesy of an 
interview on December 4, 2003, during which the Examiner indicated that claims 24 and 25 
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would be in condition for allowance following an Examiner's Amendment and cancellation of 
claims 1 and 8. On December 5, 2003, Applicants/Appellants indicated to the Examiner that 
those actions were acceptable. It is therefore ApplicantsVAppellants* behef that the Amendment 
has been entered, claims 1 and 8 have been cancelled, and claims 24 and 25 are in a condition for 
allowance with a Notice of Allowance/Notice of Allowabihty pending receipt by the 
Applicants/Appellants. 

Summary of the Invention 

The claims on appeal, namely claims 1, 7, 8, 18, 20 and 21, relate, in general, to a method 
of producing L-amino acids and to a gene encoding phosphoglucoisomerase. 

Issues 

Based on an Interview with the Examiner, and Applicants'/Appellants* conversation with 
the Examiner on December 29, 2003 concerning the status of the Notice of Allowance/Notice of 
Allowability and wherein the Examiner has confirmed to Applicants'/Appellants' legal 
representatives that the Notice of Allowance/Notice of Allowability have as of December 29, 
2003 been entered. Applicants/ Appellants believe that claims 24 and 25 are in a condition for 
allowance (with Applicants'/Appellants' anticipated physical receipt of the Examiner's already- 
entered Notice of Allowance/Notice of Allowability pending), and that claims 1 through 23 
(inclusive) of the above-captioned Application have been cancelled by Examiner's Amendment. 
Therefore, there appear to be no pending issues of contention in the Application, and the instant 
brief is filed out of an abundance of caution and in the interest of preserving all rights due 
Apphcants/ Appellants with respect to the filing date of the Application. No waiver, prejudice, or 
disclaimer is intended by this brief. 
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Grouping of Claims 

Group I comprises claims 1,7, 8, 18, 20 and 21. 

ARGUMENT 

Applicants/Appellants note the Manual of Patent Examining Procedure Section 1206 
provides that a brief must be filed to preserve Applicants'/Appellants* right to appealed claims, 
notwithstanding circumstances, such as the filing of an amendment, even if it is one w^hich the 
Examiner has indicated may place one or more claims in conditions for allov^ance, unless the 
Examiner, in acting on the amendment disposes of all issues on appeal. Because 
Applicants/Appellants believe that the Examiner's Notice of Allowance/Notice of Allowability 
(entered by the Examiner but not yet physically received by the Applicants/ Appellants) shall 
dispose of all issues on appeal, Applicants/Appellants believe that for the above noted reasons 
that no argument is necessary. In the unlikely event that the Examiner's Notice of 
Allowance/Notice of Allowability does not dispose of all issues on appeal. Applicants/ Appellants 
incorporate by reference Applicants'/Appellants' arguments set forth in the Amendment as to 
claims 1 and 8 in this Appeal Brief, and respectfully request reversal of the rejections and 
allowance of claims 1 and 8. 

CONCLUSION 

Apphcants/ Appellants respectfully await receipt of the Examiner's Notice of 
Allowance/Notice of Allowability, wherein it is anticipated that claims 24 and 25 added by the 
Amendment are in condition for allowance, and wherein claims 1 and 8 have been cancelled by 
Examiner's amendment, all of which are pursuant to the December 4, 2003, and December 5, 
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2003, Interview with the Examiner, and wherein claims 7,18, 20 and 21 were cancelled under the 
Amendment. 



ASSOCIATE POWER OF ATTORNEY 

A copy of an associate power of attomey is enclosed that appoints 
Craig G. Cochenour, Esq., Registration No. 33,666, of Buchanan Ingersoll PC 
as Associate Attomey in this AppHcation. 

Respectfully submitted, 
Buchanan Ingersoll PC 

Craig G. Cochenour 
Registration No. 33,666 
One Oxford Centre 
301 Grant Street, 20th Floor 
Pittsburgh, PA 15219-1410 
Telephone: (412)562-3978 
Facsimile: (412) 562-1041 
Attorneys for Applicants/ Appellants 



Date: December 30, 2003 
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APPENDIX 

The claims listed in this Appendix reflect claim 1 (allowed in the Final Action) and 
claims 7, 8, 18, 20 and 21 (objected or rejected in the Final Action) and claims 24 and 25 added 
subsequent to the Final Action, all of which are as presented in the Applicant's/Appellants' 
"Amendment and Reply Under 37 C.F.R. § 1 . 1 16" in response to the Examiner's Final Action. 
Note further that because Applicants/ Appellants are not yet in receipt of the entered Notice of 
Allowance/Notice of Allowability wherein it is anticipated that claims 1 and 8 have been 
cancelled by Examiner's amendment, and wherein claims 24 and 25 are in condition for 
allowance, claims 24 and 25 as set forth below may not be in the exact form as may be set forth 
in the Examiner's Amendment. In Hght of the above comments, the following claims are set 
forth as follows: 

1 . A method of producing an amino acid selected from the group consisting of L- lysine, L- 
threoriine and L-isoleucine comprising: 

culturing an altered Corynebacterium glutamicum cell, wherein said Corynebacterium 
glutamicum cell has a disrupted phosphoglucose isomerase ipgi) gene, wherein yields of an 

amino acid selected from the group consisting of L-lysine, L-threonine and L-isoleucine from 

*. 

said altered Corynebacterium glutamicum cell having a disrupted pgi gene are from about 1 % to 
about 25% greater than yields from a Corynebacterium glutamicum cell having a non-disrupted 
pgi gene. 

7. (Cancelled) 
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8. The method of claim 1, wherein said altered Corynebacterium glutamicum cell having a 
disrupted pgi gene is produced by 

(a) subcloning an internal region of the pgi gene into a suicide vector; and 

(b) inserting said resulting vector from step (a) into a Corynebacterium glutamicum 
genome via homologous recombination. 

18. (Cancelled) 

20. (Cancelled) 

21. (Cancelled) 

24. ' A method of producing L- amino acids selected from the group consisting of L- lysine, L- 
threonine and L-isoleucine, comprising: 

culturing an altered Corynebacterium glutamicum cell having a decreased amount of 
phosphoglucose isomerase enzymatic activity as compared to an unaltered Corynebacterium 
glutamicum cell wherein said L-amino acid yields from said altered Corynebacterium 
glutamicum cell are from about 1% to about 25% greater than yields from an unaltered 
Corynebacterium glutamicum cell, wherein said Corynebacterium glutamicum cell has a 
disrupted pgi gene. 



7 



Atty.Ref. No. 030831 

25. The method of claim 24, wherein said ahered Corynebacterium glutamicum cell having a 
disrupted pgi gene is produced by 

(a) subcloning an internal region of a pgi gene into a suicide vector; and 

(b) inserting said resulting vector from step (a) into a Corynebacterium 
glutamicum genome via homologous recombination. 
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